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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1) Claims 1 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

The term "small" in claims 1 and 12 is a relative term which renders the claim 

indefinite. The term "small" is not defined by the claim, the specification does not 

provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 

art would not be reasonably apprised of the scope of the invention. Essentially any 

object of any size could be considered "small" in the absence of appropriate guidelines. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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2) Claims 1, 3-7 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Shimazaki (US 5957038). 

Shimazaki discloses an apparatus for intermixing small objects and a liquid 
comprising at least one receptacle (Figure 1:2) for receiving and retaining the small 
objects. The lower surface of the receptacle includes pores (Figure 1 :6) that permit the 
liquid to flow through the receptacle and intermix with the small objects. This occurs 
when the receptacle is inserted into a vessel (Figure 1:1) that holds the liquid. This is 
disclosed in column 1, lines 26-36 and column 3, lines 10-50. The receptacle is 
provided with a handle (Figure 1:3), which allows one to immerse the receptacle in the 
liquid contained in the vessel any number of times. Furthermore, it is believed that the 
receptacle is constructed of a material that is chemically inert with respect to the liquid 
and the small objects. 

3) Claims 1, 3-10, 12, 15, 16 and 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Frondoza (US 20050147959). 

With respect to claims 1, 3-7, 10, 12, 15 and 16, Frondoza discloses an 
apparatus for intermixing small objects with a liquid comprising a plurality of receptacle 
wells (Figure 1 :3) containing the small objects. Each of the wells has a lower portion 
(Figure 1 :4) that is permeable to permit the flow of liquid therethrough. A vessel (Figure 
1:5) containing a solution is also provided, as well as means for repeatedly inserting the 
receptacles into the solution held in the vessel. The receptacle can then be withdrawn 
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to cause the liquid to flow outwardly through the lower portion while retaining the small 
objects. This is disclosed in paragraphs [0037]-[0052] and [0064]-[0073]. 

With respect to claims 8, 9 and 18, Frondoza discloses the apparatuses in claims 
1 and 12 wherein the small objects comprise cells cultured upon microcarriers. This is 
disclosed in paragraphs [0051] and [0052]. Paragraphs [0064]-[0073] further indicate 
that the cells are subjected to pharmaceuticals in order to study their affects on the 
activity and health of the cells. 

4) Claims 1,3-7, 10, 12, 15 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Feygin (US 6315957). 

Feygin discloses an apparatus for intermixing small objects with a liquid 
comprising a plurality of receptacles (Figure 2:222) having a lower portion (Figure 
2:226) that is permeable to permit the flow of liquid therethrough. A vessel (Figure 
3:330) is additionally provided for containing a solution. The receptacles are repeatedly 
inserted into the solution held by the vessel in order to allow the solution to permeate 
through the pores located at the lower portions of the receptacles. The pores are sized 
so that they allow the passage of fluids, but not the passage of the small objects. This 
is disclosed in column 1, line 58 to column 2, line 38 and column 3, line 15 to column 4, 
line 19. Means for repeatedly moving the receptacle in and out of the vessel are 
described in column 4, line 53 to column 5, line 21 and in Figure 5. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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5) Claims 2, 11, 13, 14 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Feygin (US 6315957) as applied to claims 1 and 12 above, and 
further in view of Reeve (WO 91 12079) and/or Valkirs (US 6348318). 

Feygin discloses the apparatuses set forth in claims 1 and 12 as set forth in the 
35 U.S.C. 102 rejections above. In addition, Feygin discloses in column 6, lines 10-20 
that affinity beads are used as small objects that facilitate a reaction with the solution as 
it moves through the permeable bottom of the receptacle from the vessel. Feygin, 
however, does not expressly state that the liquid solution is a lysate that contains 
proteins that become bound to the affinity beads when the solution and the affinity 
beads are intermixed. 

Reeve discloses a method of purifying proteins. Reeve indicates on pages 4-6 
that it is known in the art to remove proteins from a cell lysate by allowing them to bind 
to the surfaces of a plurality of affinity beads. 

Valkirs discloses a method that involves the use of affinity beads that selectively 
bind to protein analytes in solution. The surfaces of the beads are covered with a 
moiety that attaches to analytes in order to form a target complex. The beads can then 
be removed from the solution as a means by which to obtain a purified product. This is 
disclosed in column 1 , line 52 to column 2, line 52. 

Feygin, Reeve and Valkirs are analogous art because they are from the same 
field of endeavor regarding filtering and protein purification systems. 

At the time of the invention, it would have been obvious to the use the device 
proposed by Feygin in order to purify protein analytes in a lysate solution. Feygin 
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already teaches that the device is capable of allowing particles, such as proteins, in a 
solution to move through the porous bottom of the receptacle in order to interact with 
affinity beads. Therefore, one skilled in the art would have been fully capable of 
implementing the ideas regarding protein purification disclosed by Reeve and/or Valkirs 
in order to create a system in which the receptacle is allowed to interact with a lysate 
solution and remove protein targets. Absent a showing of criticality, it would have been 
obvious to utilize the affinity beads disclosed by Feygin as a means by which to bind to 
proteins in a lysate that are allowed to filter through a permeable barrier, especially 
since Reeve and Valkirs indicate that this is an effective process that is known in the art. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Robinson (US 6890740) and Tsinberg (US 20040191891) 
references teach the state of the art regarding receptacles comprising permeable 
portions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan A. Bowers whose telephone number is (571) 
272-8613. The examiner can normally be reached on Monday-Friday 8 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran can be reached on (571) 272-1214. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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GLADYS JP CORCORAN 
SUPERVISORY PATENT EXAMINER 



